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DETAILED ACTION 

1. The after-final amendment filed 3/13/07 has been entered. 

The double patenting rejection of record is overcome by applicants' filing of proper 
terminal disclaimer on 3/ 1 3/07. 

Upon reconsideration of Cook et al. (U.S. 2002/01 19895), new rejections of record are 
set forth below. In light of the new grounds of rejection, the finality of the previous office action 
has been withdrawn and thus, the following action is non-final. 

Claim Rejections - 35 USC S 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention, 

3. Claim 13 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 13, which depends on claim 8, recites that the composition comprises a major 
amount of "diluent oil" while claim 8 recites that the composition comprises "base oil". Thus, 
the scope of claim 13 is confiising given that it is not clear what, if any difference, there is 
between diluent oil and base oil. Does the composition comprise base oil or diluent oil or both? 
Should claim 13 be amended to recite "base oil"? Clarification is requested. 
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Claim Rejections - 35 USC S 103 

4. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

5. Claims 1, 4-5, 7-8, and 1 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Cook et al (U.S. 2002/01 19895) in view of Burjes et al. (U.S. 4,755,31 1) and STN 



Cook et al. disclose composition used as gear lubricant and in turbines wherein the 
composition comprises polysulfide or sulfurized olefin, dithiocarbamate, i.e. friction modifier, 
and amine salt of monothiophosphoric acid wherein the amine includes N-oleyl-1,3- 
diaminopropane and which corresponds to the presently claimed combination of 
hydrocarbylamine and alkylphosphoro(mono)thioate. It is noted that, as disclosed by STN 
(retrieved from the Internet: <URL: http://ww^.stn.cas.org/ ), that N-oleyl-l,3-diaminopropane 
is equivalent to N-oleyl trimethylene diamine as presently claimed. Further, given that the N- 
oleyl-l,3-diaminopropane is identical to that presently claimed, it is clear that it would also 
intrinsically function as a friction modifier as presently claimed. For specific types of 
monothiophosphoric acid, Cook et al. refers to Burjes et al. (incorporated by reference) which 
discloses monothiophosphoric acids of the formula: 



structure. 




P(S)OK 
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where R and R are each hydrocarbyl groups such as alkyl group containing 1-30 carbon atoms 
(col.3, lines 52-56, col.3, line 66-coL4, line 2, and col.4, lines 33-45). It is disclosed that the 
composition is used as either a concentrate wherein the above is combined with minor amount of 
diluent or as a lubricant wherein the above is combined with major amount of base oil possessing 
viscosity of SAE 75W-140. There is also a disclosure of method for making the lubricant. It is 
further noted that the lubricant has kinematic viscosity of at least 4 cSt. Cook et al. disclose that 
the lubricant comprises 0.5-5% polysulfide or sulfurized olefin and 0.1-10% phosphorous agent, 
i.e. amine salt of monothiophosphoric acid, which corresponds to the presently claimed 
combination of hydrocarbylamine and alkylphosphoro(mono)thioate wherein the 
hydrocarbylamine also functions as Motion modifier, which clearly overlaps the amount of 
sulfur containing compound and hydrocarbylamine/alkylphosphorothioate/fiiction modifier 
required in the presently claimed composition (paragraphs 1, 3, 77, 86, 93, 121-122, 129, 141, 
173-175, 177, and 179). 

While Cook et al. fails to exemphfy the presently claimed concentrate or lubricant nor 
can the claimed concentrate or lubricant be "clearly envisaged" fi-om Cook et al. as required to 
meet the standard of anticipation (cf MPEP 2131.03), nevertheless, in hght of the overlap 
between the claimed concentrate or lubricant and the concentrate or lubricant disclosed by Cook 
et al., it is urged that it would have been within the bounds of routine experimentation, as well as 
the skill level of one of ordinary skill in the art, to use concentrate or lubricant which is both 
disclosed by Cook et al. and encompassed within the scope of the present claims and thereby 
arrive at the claimed invention. 
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6. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cook et al. in 
view of Burjes et al. and 577/ structure as applied to claims 1, 4-5, 7-8, and 1 1-20 above, and 
further in view of Norman et al. (U.S. 5,942,470). 

The difference between Cook et al. in view of Buqes et al. and STA^ structure and the 
present claimed invention is the requirement in the claims of the amount of each component in 
the concentrate. 

Norman et al., which is drawn to additive concentrate for gear oils, disclose the use of 
concentrate that comprises 20-80% sulfiir-containing component, i.e. polysulfide or sulfurized 
olefin, 1-15% amine salt of ester of phosphorous acid, 0.1-20% fiiction modifier, and diluent oil 
in order to produce gear oil with improved positraction performance for long periods of time 
(coll, lines 1 1-67, col.l 1, lines 37-40, and col.l9, lines 12-25), 

In Ught of the motivation for using sulfur-containing component, amine salt of ester of 
phosphorous acid, and fi*iction modifier in concentrate in amounts disclosed by Norman et al. as 
described above, it therefore would have been obvious to one of ordinary skill in the art to use 
the sulfur-containing component, amine salt of ester of phosphorous acid, and friction modifier 
in such amounts in the concentrate of Cook et al. in order to produce gear oil with improved 
positraction performance for long periods of time, and thereby arrive at the claimed invention. 

7. Claims 1, 4-8, and 1 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Norman et al. (U.S. 5,942,470) in view of Cook et al. (U.S. 2002/01 19895) and STN structure. 
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Norman et al. disclose additive concentrate comprising 20-80%, preferably, 35-60% 
sulfur'containing extreme pressure or antiwear agent such as sulfurized olefin or polysulfide of 
the formula R-Sx-R' where and R and R* are each hydrocarbyl group containing 3 to 18 carbon 
atoms, 1-20%, preferably, 5-10%, friction modifier, 1-15%, preferably, 5-10% amine salt of one 
or more partial esters of one or more acids of phosphorous of the formula: 



Xl2 



where R^-R^ are each hydrocarbyl group and X^-X^^ are each oxygen or sulfur, and remainder 
diluent. There is also disclosed composition comprising major amount of base oil possessing 
viscosity of SAE 50 to SAE 250, preferably SAE 70W to SAE 140, 2-4% sulfur containing 
extreme pressure or antiwear agent, 0.3-1% amine salt of one or more partial esters of one or 
more acids of phosphorous, and 0.2-1% friction modifier. There is also disclosed method of 
making the composition. It is disclosed that the composition is used as gear oil for manual 
transmission (col.l, lines 10-15 and 45-67, col.2, lines 47-54, coL3, lines 30-48, col.4, lines 13- 
23, col.l 1, lines 1-9 and 38-40, coL15, line 66-col.l6, line 6, coL16, lines 34-45, line 16, col.l8, 
lines 16-20 and 39-47, col. 18, line 61 -col. 19, line 30, and col.22, lines 49-61). 

The difference between Norman et al. and the present claimed invention is the 
requirement in the claims of hydrocarbylamine b(i). 

Cook et al., which is drawn to composition for gear lubricant^ disclose the use of 
phosphorous-containing antiwear or extreme pressure agent that is amine salt of 
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monothiophosphoric acid wherein the amine is obtained from fatty diamine such as N-oleyl -1,3- 
diaminopropane. Cook et al. also disclose the equivalence and interchangeability of using such 
fatty diamine, as presently claimed, with using alkyl amine as disclosed by Norman et al. 
(paragraphs 129-130, and 141). It is noted, as disclosed by iSTTV (retrieved from the Intemet: 
<URL: http://www.stn.cas.org/ ), that N-oleyl- 1,3-diaminopropane is equivalent to N-oleyl 
trimethylene diamine as presently claimed. 

Given that the combination of Norman et al. with Cook et al. discloses composition 
comprising same types and amount of ingredients as presently claimed inducing major amount of 
base oil possessing viscosity as presently claimed, it is clear that the composition would 
intrinsically possess kinematic viscosity as presently claimed. 

In light of the disclosure of the equivalence and interchangeability of using alkyl amine 
with using fatty diamine disclosed by Cook et al. as described above, it therefore would have 
been obvious to one of ordinary skill in the art to use N-oleyl -1,3-diaminopropane as the amine 
in the composition of Norman et al. and thereby arrive at the claimed invention. 

8. Claims 21-22 are rejected under 35 U.S.C, 103(a) as being unpatentable over Laing et al. 
(U.S. 4,710,100) in view of Cook et al. (U.S. 2002/01 19895). 

Laing et al. disclose wind turbine comprising gear assembly wherein the gear assembly 
requires lubricant (col.l, lines 4-6 and col.3, lines 50-52). 

The difference between Laing et al. and the present claimed invention is the requirenient 
in the present claims of specific composition. 
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Cook et al., which is drawn to lubricant for turbine, disclose the use of lubricant 
composition comprising polysulfide or sulfiirized olefin, dithiocarbamate, i.e. friction modifier, 
and amine salt of monothiophosphoric acid wherein the amine includes N-oleyl-1,3- 
diaminopropane and which corresponds to the presently claimed combination of 
hydrocarbylamine and alkylphosphoro(mono)thioate. It is noted that, as disclosed by STN 
(retrieved from the Internet: <URL: http://www.stn.cas.org/ ), that N-oleyl-l,3-diaminopropane 
is equivalent to N-oleyl trimethylene diamine as presently claimed. Further, given that the N- 
oleyM,3-diaminopropane is identical to that presently claimed, it is clear that it would also 
intrinsically function as a fiiction modifier as presently claimed. For specific types of 
monothiophosphoric acid, Cook et al. refers to Burjes et al. (incorporated by reference) which 
discloses monothiophosphoric acids of the formula: 



where and are each hydrocarbyl groups such as alkyl group containing 1-30 carbon atoms 

(col.3, lines 52-56, col.3, line 66-col.4, line 2, and col.4, lines 33-45). It is disclosed that the 
o 

composition is used as a lubricant wherein the above is combined with major amount of base oil. 
The motivation for using such composition is that the composition possesses good anti-wear 
properties (paragraphs 1, 3, 77, 86, 93, 121-122, 129, 141, 173.175, 177, and 179). 
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In light of the motivation for using specific lubricant disclosed by Cook et al. as 
described above, it therefore would have been obvious to one of ordinary skill in the art to use 
such lubricant in the wind turbine of Laing et al. in order to produce turbine with good anti-wear 
properties, and thereby arrive at the claimed invention. 

Response to Arguments 

9. It is noted that Cook et al. was previously utilized against the present claims as set forth, 
in the office action mailed 1/27/06. Upon reconsideration, it is the examiner's position that Cook 
et al. is a relevant reference against the present claims. Given that Cook et al. is now again 
utilized against the present claims, the examiner responds to apphcants' arguments regarding 
Cook et al. as set forth in the amendment filed 5/2/06. 

Applicants argue that Cook et al. is not a relevant reference against the present claims 
given that alkylphosphoro(mono)thioate is not used in any formulations with the other presently 
claimed components and given that both examples that exempUfy useful phosphorous acid esters 
utihze dithiophosphoric acid. Applicants further argue that none of the examples of lubricating 
composition comprise alkylphosphoro(mono)thioate. 

However, "applicant must look to the whole reference for what it teaches. Applicant 
cannot merely rely on the examples and argue that the reference did not teach others", In re 
Courtright, 2>11 F.2d 647, 153 USPQ 735,739 (CCPA 1967). Further, "nonpreferred disclosures 
can be used. A nonpreferred portion of a reference disclosure is just as significant as the 
preferred portion in assessing the patentability of claims", In re Nehrenberg, 280 F.2d 161, 126 
USPQ 383 (CCPA 1960). A fair reading of Cook et al. as a whole clearly discloses the use of 
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phosphorous acid ester that is alkylphosphoro(mono)thioate as presently claimed (paragraphs 
121-122) as well as amine salt of such phosphorous acid ester (paragraph 128-129) wherein the 
amine includes N-oleyl-l,3-diaminopropane (paragraph 141). 

Applicants also argue that Cook et al. do not teach hydrocarbylamine b(i) as presently 
claimed. AppUcants argue that the alkyl amines taught by Cook et al, i.e. N-coco-1,3^ 
diaminopropane and N-tallow-l,3-diaminopropane, are outside the scope of the present claims. 

However, attention is drawn to paragraph 141 of Cook et al. that also disclose the use of 
N-oleyl-l,3-diaminopropane, which, as disclosed by 5rAr (retrieved from the Internet: <URL: 
http://www.stn.cas.org/ ), is equivalent to N-oleyl trimethylene diamine as presently claimed. 
Thus, it is the examiner's position that Cook et al. do teach the use of hydrocarbylamine b(i) as 
presently claimed. 

In light of the above, it is the examiner's position that Cook et al. is a relevant reference 
against the present claims. 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CaUie E. Shosho whose telephone number is 571-272-1 123. The 
examiner can normally be reached on Monday-Friday (6:30-4:00) Alternate Fridays Off 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published appHcations 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
Uke assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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